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Ti me Warner Entertai nnment Conpany L.P. (“opposer” or
“Warner Bros.”)! filed its opposition to the application of
FTC Conmuni cations, Inc. (“applicant” or “FTC’) to register
the mark FTC Roadrunner for “electrical and scientific

apparatus, nanely, a pager,” in International Cass 9, and
“tel ecommuni cati ons, nanely, a paging service,” in
| nternational O ass 38.2

As grounds for opposition, opposer asserts® that
applicant’s mark, when applied to applicant’s goods and
services so resenbl es opposer’s previously used and
registered famly of fanmobus Road Runner marks and a Road
Runner cartoon character design for a wide variety of goods
and services as to be likely to cause confusion, under
Section 2(d) of the Trademark Act.

As a second ground of opposition, opposer asserts,
under Section 2(a) of the Trademark Act, that applicant’s
mark is deceptively m sdescriptive; that applicant’s mark so

cl osely resenbl es opposer’s mark that it falsely suggests a

connection with opposer; that applicant’s mark di sparages

! The rel evant marks were assigned during the pendency of this
proceeding to Warner Bros. Entertainnent, Inc., which has been joined as
a party plaintiff.

2 Application Serial No. 75388666, filed November 12, 1997, based upon
use of the mark in conmerce, alleging dates of first use and first use
in comrerce as of Cctober 10, 1997.

3 Amended Notice of Cpposition filed January 29, 2002.
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opposer and will tend to bring opposer into contenpt and
di srepute. ?

As a third ground of opposition, opposer asserts, under
Section 43(c) of the Trademark Act, that applicant’s mark
Wil dilute the distinctive quality of opposer’s fanous
mar ks, which becane fanous prior to applicant’s use of its
mar ks.

Applicant, in its answer, denied the salient
all egations of the clains, except that it admtted opposer’s
ownership of registration nos. 1288072, 1946471, and
2135226. Applicant asserted “affirmati ve defenses” which
are actually anplifications of its position, alleging that
opposer is not the owner of clained registration nos.
2246924 and 2246925 and, thus, has no basis for alleging use
of marks in connection with providing Internet access; that
opposer’s marks and goods and services are distinctly
different fromapplicant’s mark and goods and services and,
thus, there is no likelihood of confusion, disparagenent, or

fal se suggestion of a connection wth opposer.>

“In the Board' s order of March 29, 2002, opposer was found not to have
standing to assert that applicant’s mark is deceptive because it falsely
suggests a connection with or approval by the Federal Trade Conm ssion
known by the acronym FTC, and, thus, paragraph 17 was stricken fromthe
amended notice of opposition.

°> Applicant’s fourth affirmative defense alleges error in granting
opposer’s second and third extensions of tine to oppose. This was the
subj ect of applicant’s notion to disniss, which was deni ed by the
Board' s order of March 29, 2002, and will not be reconsidered.
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Evi dentiary Objections

In its brief, opposer objected to the declaration of
Brandy Tillis and acconpanyi ng exhibits on the ground of
rel evance, alleging, further, that there is no evidence of
use of the third-party registered mark exhibits and Ms.
Tillis | acks personal know edge of any third-party use.
While there is no question, as opposer asserts, that
applicant is not asserting a fair use defense with respect
to the terns “roadrunner” or “road runner” we find the
exhibits to Ms. Tillis’ declaration, for exanple, dictionary
definitions and various articles and advertisenents
i nvol ving the roadrunner bird as native to the sout hwest,
are relevant to our consideration of the strength of both
parties’ marks. Further, the third-party registrations
attached to Ms. Tillis’ declaration are properly submtted
and there is no requirenent that Ms. Tillis be aware of, or
testify to, the use of the registered marks or that the
record otherw se contain evidence of the use of the
regi stered marks. QOpposer’s objection is not well taken and
is overruled. M. Tillis declaration and exhibits have
been consi der ed.

Addi tional ly, opposer objects to specified portions of
the testinony of Frank Bradley Erwin and to exhibit nos. 17
and 19-41 thereto. |In particular, opposer contends that M.

Erw n has no personal know edge of any use that nay be
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evi denced by the marks shown in several exhibits and, thus,
his testinony about these exhibits is inadm ssible because
it constitutes hearsay; that exhibit nos. 19-22 and 28-32

n 6 and,

are dictionary definitions of the term “roadrunner
thus, are inadm ssible because they are not rel evant; that
exhi bit nos. 23-27 are copies of third-party registrations
fromthe USPTO dat abase and are inadm ssi bl e because there
is no evidence that anyone is using the marks; and that M.
Erwn’s testinony regardi ng an agreenent between opposer and
a third party is inadm ssible because M. Erwin has no
personal know edge of the agreenent and, thus, it
constitutes hearsay.

Regardi ng the exhibits of information downl oaded from
the Internet, such material nust be properly authenticated
by the individual who downl oaded the material. M. Erwin
did not do this and admtted his |l ack of personal know edge
regarding the exhibits. However, the vast mgjority of the
exhibits to M. Erwn’s testinony consisting of I|nternet
material are identical to those exhibits attached to the
declaration of Brandy Tillis, who personally downl oaded the
material fromthe Internet and otherw se personally obtained
the evidence submtted. As such, those docunents that are
identical to docunents properly authenticated by Ms. Tillis

are properly of record. M. Erwin's testinony in relation

6 The dictionaries of record and of which we take judicial notice show
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thereto is considered for the sol e purpose of presenting his
reactions to the material shown to him not for the truth of
the information contained in the docunents. Wth regard to
dictionary definitions and articles relating to the
roadrunner bird, as noted above, such evidence is rel evant
to the strength of the parties’ marks. Wth regard to the
third-party registrations, we agree that these registrations
do not evidence use of the subject marks; however, there is
no requirenent that M. Erwin or anyone testify to the use
of the registered marks in order for the registrations to be
properly of record.” Wth regard to M. Erwin’s testinony
about opposer’s purchase of trademark registrations from
and agreenent with, a third party, we agree wth opposer
that M. Erwin has no personal know edge of this transaction
and his testinony regarding these facts is hearsay and has
not been considered. Qpposer’s objectionto M. Erwn’s

testi nony and acconpanying exhibits is overruled to the

the termas it identifies the bird as both one word and two words.

" Third-party registrations can be used to illustrate howa termis
perceived in the trade or industry. Inre J.M Oiginals Inc., 6 USPQd
1393, 1394 (TTAB 1987) (“Said third party registrations are of use only
if they tend to denonstrate that a nmark or a portion thereof is
suggestive or descriptive of certain goods and hence is entitled to a
narrow scope of protection. Used in this linmted manner, '"third party
registrations are simlar to dictionaries show ng how | anguage is
generally used.'” (Internal citation omtted.) “Such third party

regi strati ons show the sense in which the word is used in ordinary

parl ance and nay show that a particular term has descriptive
significance as applied to certain goods or services.” [Institut
National Des Appellations D Oigine v. Vintners International Co., 958
F.2d 1574, 22 USPQd 1190, 1196 (Fed. Cir. 1992) (third-party

regi strations found to be “persuasive evidence”).
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extent noted. M. Erwin s testinony and exhibits and been
consi dered as not ed.

Finally, opposer also objects to various exhibits
submtted by applicant’s notice of reliance. Specifically,
opposer contends that exhibit nos. 6-9 are excerpts fromthe
di scovery depositions of applicant’s own enpl oyees and are
not proper rebuttal to the portions of the sanme depositions
subm tted by opposer at trial; that exhibit 8, p. 79 of the
di scovery deposition of Emly Ward, is inadm ssible because
it is hearsay with respect to a reported conversation
between Ms. Ward and a third party; and that exhibit nos.
14-27, dictionary definitions and articles about the
roadrunner bird, are inadm ssible because this information
isirrelevant. W find the excerpts fromdi scovery
depositions to be proper rebuttal to opposer’s subm ssion of
excerpts fromthe sane. W reiterate that the dictionary
definitions and articles about the roadrunner bird are
relevant to the strength of the parties’ marks. M. Ward’'s
report of her conversation with a third party is not hearsay
as to her recounting what she said and what she heard from
the third party. Opposer’s objection is overruled and the

subj ect evi dence has been consi dered. 8

8 Inits reply brief, opposer argues that applicant has essentially
conceded to a nunber of opposer’s evidentiary objections. W disagree
and have consi dered the objections on their nerits.
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The Record

The record consists of the pleadings and the file of
the invol ved application. Nunerous docunents were made of
record by both parties’ notices of reliance and, by
stipulation of the parties, both parties submtted w tness
declarations with exhibits. Such subm ssions were nmade by
opposer both during its case in chief and on rebuttal. The
follow ng testinony depositions were nmade of record by
opposer, each with acconpanying exhibits: Jordan Sollitto,
vice president of world-wi de marketing and international
licensing for Warner Bros. Consuner Products; Gregg R
Di Paul o, senior vice president of high-speed data for Tine
War ner Cable; Howard L. Pfeffer, vice president of broadband
technol ogy for Tine Warner Cable; and Jeffrey M King,
presi dent of Roadrunner H gh Speed Online and executive vice
presi dent of Time Warner Cable.® Applicant nmade of record
the testinony deposition of F. Bradley Erwin, applicant’s
general manager, w th acconpanying exhibits.

Both parties filed briefs on the case and an oral
heari ng was hel d.

Factual Findi ngs
We judicially notice the definition of the term

“roadrunner” as “a largely terrestrial bird (Geococcyx

® Roadrunner High Speed Online is Roadrunner Holding Co., a wholly owned
subsidiary of Time Warner Cable, which, along with Tine Wrner
Entertainment, Inc., is owned by Tinme Wrner
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Californianus) of the cuckoo famly that has a long tail and
a crest, is a speedy runner, and inhabits arid regions from
the southwestern U S. to Mexico” (Merriam Wbster’s

Col l egiate Dictionary, 11'" ed. 2003). The record contains
several further definitions and in-depth articles about the
roadrunner bird, as well as evidence of third-party jewelry
and small collectible itens show ng the actual roadrunner
bird available on eBay. Also of record is reference to the
“New Mexi co Road Runner Cash Lotto,” which is one of the
state of New Mexico's |ottery ganes advertised on the
state’s lotto website with a picture of an actual roadrunner
bird. Cdearly, the roadrunner is not an obscure bird.

The record establishes that the term*“road runner” is
al so used regularly to describe an individual or vehicle
that runs on roads. For exanple, applicant submtted
evi dence of references to many different running clubs, such
as Chio River Road Runners; several retail running equi pnment
stores, such as Road Runner Sports and Roadrunner Athletics;
and a notorcycle club nanmed Road Runner Motorcycle Cruising
and Touri ng.

Opposer, through its predecessors in interest, began
usi ng a roadrunner character, aptly known as “Road Runner,”
in cartoons in 1949. Like the actual roadrunner bird, the
cartoon character is very speedy and inhabits an arid region

not unli ke a cartoon version of the southwestern United
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States. The Road Runner cartoons are part of a group of
cartoons known as Looney Tunes. Road Runner cartoons have
been shown in novie theaters and, later, on television
continuously since the early 1950’ s.

Opposer provided confidential evidence of its extensive
advertising and pronotion of its Looney Tunes characters and
mar ks, including the Road Runner character and mark, in
connection with its entertai nment services and a w de
variety of collateral goods. The Looney Tunes cartoons and
characters, including Road Runner, have been very popul ar
and, as a group and individually, these characters have been
the subject of licensing in connection with a wide variety
of goods and services, including, to nane just a few
categories, collectibles, toys, clothing, electronic
equi pnent, conputers, and an anusenent park ride. Opposer
al so licenses its Looney Tunes characters and nanes,

i ncl udi ng Road Runner, to third parties for use as dramatic
devices in pronotional canpaigns, rather than as direct
endorsenents of products; for exanple, Road Runner appeared
in the context of speed with football player Deion Sanders
in a Pepsi advertisenent that aired during the 1996 and 1998
Super Bowl ganes. The record contains substantial evidence
of Looney Tunes character nerchandi se, including Road

Runner, being advertised on eBay.

10
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Jordan Sollitto, vice president of world-w de marketing
and international licensing for Warner Bros. Consuner
Products, stated that its |icensees' use of the Looney Tunes
characters, including Road Runner, is carefully controlled
to preserve the unique characteristics of the characters;
and that each Looney Tunes character has one main quality
for which it is noted. Opposer’s consuner testing indicates
that the Road Runner character is associated with speed.

M. Sollitto stated that Road Runner is one of
opposer’s nost popul ar characters for |icensing and one of
its nost valuable brands for generating revenue. Qpposer
grants only a small nunber of the nunmerous |icense requests
it receives; it licenses the mark only in connection with
goods and services that it determ nes are viewed favorably
by consuners; and it controls, owns, directs and approves
all advertising done in connection with its |icensed
characters and nanes.

Qpposer, Warner Bros. Entertainnment, Inc., is owned by
parent conpany Tinme Warner, which also owns Ti ne Warner
Cable (“TWC'). TWC offers cable television, tel ephone and
I nternet access services. Opposer |licensed the Road Runner
character and nane to its affiliate, TWC, for use
specifically in connection with its Internet access and
related services. |In this regard and contrary to

applicant’s allegations in its answer that opposer does not

11



Opposition No. 91119934

own this registration, opposer established its ownership of
the foll owi ng pl eaded and regi stered mark:

ROADRUNNER for “providing nultiple-user access to

a gl obal conputer information network for transfer

and di ssem nation of a wide range of information;”

[ Regi stration No. 2246924, registered on May 25,

1999, claimng use and use in comerce sSince

August 1, 1994; Section 8 and Section 15

affidavits filed; assigned from Roadrunner

Conmputer Systens, Inc., recorded on Septenber 9,

1999 at Reel 1965, Frame 0751, indicating an

execution date of August 4, 1999.]

Opposer’s service of providing multiple-user access to a
conput er dat abase enconpasses a broad range of topics,

i ncl udi ng weat her, news, sports, educational and financi al
i nformati on, and entertainnment.

Opposer established that TWC first began using the Road
Runner cartoon character and nane as marks, under |icense
from opposer’ s predecessor, in connection wth Internet
access services in Septenber, 1996. TWC s services include
provi di ng both homes and busi nesses with dial-up and hi gh-
speed Internet access via cable and rel ated servi ces,
including, inter alia, email, instant nessaging, virus
protection and spamfilters. These services are offered in
31 geographi c areas enconpassi ng several major netropolitan
areas in approximately 25 states, including North and South
Carolina. TWC advertises extensively across all types of

nmedia inits service areas. All advertising involves

prom nent use of the Road Runner narKks.

12
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Gregg R Di Paul o, senior vice president of high-speed
data for TWC, stated that TWC chose the Road Runner nane and
character to identify its Internet access services because
TWC wanted a nanme synonynous with “speed,” which is an
inportant quality of Internet access services, and because
of the brand equity already accruing to that property. He
stated that business in this field today requires bundling
of voice, video and data services to remain conpetitive; and
that, for this reason, cable Internet access conpanies are
of fering phone service via the Internet (e.g., VolP) and
phone conpanies are partnering with satellite conpanies to
be able to offer these three services together. Opposer
submtted a significant anount of evidence of third parties
advertising on the Internet both email and pagi ng services
t oget her.

Opposer’s witness, Jeffrey M King, president of
Roadr unner H gh Speed Online and executive vice president of
TWC, described several aspects of TWC s Internet services,
denonstrating TWC s Road Runner unified nessagi ng service,
avai |l abl e since 2002. “Unified nessaging” describes
applications allowing a user to have all nessages (e.g.,
phone, email, text and fax) handled and presented in a
uni fied fashion on a single wired or wirel ess devi ce capabl e
of connecting to the Internet, such as a personal digital

assistant (PDA). Additionally, M. King stated that he, or

13
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any subscriber with the appropriate service, can receive a
page on his cell phone that was sent via the Internet, in
particular, via the TWC Road Runner portal. M. King stated
and introduced evi dence establishing that several nmajor
conpani es offer both Internet access and pagi ng servi ces,

i ncludi ng applicant (albeit under different marks), Verizon,
AOL, Earthlink, NetZero, Frontier Communications and SBC.
Those conpanies that are tel ephone conpani es offer high-
speed I nternet access services principally through a DSL

pr ot ocol .

Opposer’s witness, Howard L. Pfeffer, vice president of
br oadband technol ogy for TWC, added that a pager can receive
text and instant nessaging if it has the appropriate
software. He defined “paging” as “the ability to send a
user or a person a text nessage, whether al phanuneric or
nuneric, that they will receive over a wirel ess device[;]
and they will get notification fromthe device that the
message has arrived.” (Pfeffer Dep. p. 17). M. Pfeffer
stated that in recent years there has been a convergence of
t el ecommuni cations technology so that it is no | onger
necessary to maintain separate protocols or connectivity for
different types of communications devices. Rather,
technol ogy has noved in the direction of basing all devices
on Internet protocols, with common networks and integrated

servi ces.

14
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Wi | e opposer’ s evidence regarding TWC s advertising of
its Internet services and its brand awareness statistics is
confidential, suffice it to say that TWC spends substanti al
suns annual ly advertising its Road Runner |nternet services;
its annual growh rate, i.e., increase in nunbers of
custoners, has been substantial since its inception; and, at
|l east in its geographic service areas, consuner brand
awar eness, both aided and unaided, is extrenely high and
second only to AQL.

Opposer has established its ownership of the follow ng

addi tional pleaded and regi stered marks:

for “candy;” [Registration No. 1288072,
registered on July 7, 1984, claimng use and use
in comrerce since July 1976; Section 8 affidavits
accepted; Section 15 affidavit acknow edged;
renewed. ]

THE ROAD RUNNER & WLE E. COYOTE for “a series of
nmotion picture, video and television filns; series
of prerecorded audi o-vi deo tapes, cassettes and/or
di scs featuring animation and/or nusic;”

[ Regi stration No. 1946471, registered on January
9, 1996, claimng use and use in comerce since
August 12, 1992; Section 8 affidavit accepted;
Section 15 affidavit acknow edged. ]

ROAD RUNNER & WLE E. COYOTE for “video gane
cartridges; video and conputer game prograns,
cartridges, and cassettes;” [Registration No.
2135226, registered on February 10, 1998, claimng
use and use in comerce since Novenber 1993;
Section 8 and Section 15 affidavits filed.]; and

15
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ROADRUNNER for “retail store services in the field
of conputer hardware, conputer software and books
related to conputers.” [Registration No. 2246925,
regi stered on May 25, 1999, claimng use since
August 17, 1983, and use in conmerce Since
February 5, 1992; Section 8 and Section 15
affidavits filed; assigned from Roadrunner
Conmput er Systens, Inc. recorded on Septenber 9,
1999 at Reel 1965, Franme 0517, indicating an
execution date of August 4, 1999.]

Applicant is a wholly-owned subsidiary of Farners
Tel ephone Cooperative, Inc. (“FTC'), a tel ephone conpany
that provides, inter alia, |ocal and | ong distance wired and
W rel ess phone services and dial -up and broadband | nternet
access services and web hosting in five counties in South
Carolina. FTC was the sole provider of |ocal phone services
in this area between 1952 and 1996. FTC began offering |ong
di stance service in this area in 1992. FTC offers its
W rel ess phone services through C ngular, as part of a
consortium of independent phone conpani es covering North and
South Carolina, coastal CGeorgia and eastern Tennessee. The
conpani es sell G ngul ar-branded equi pnent and fol | ow
Cingular’s pricing plan and business dictates. Applicant’s
W rel ess phone service does include a paging service option,
which is digital.

Applicant’s conpetitors for |local wred phone service
i nclude Verizon and Tine Warner; its conpetitors for |ong
di stance wired phone service include MCI, Swift, Sprint and
many ot her conpanies; its conpetitors for wrel ess phone

service includes Sprint, Verizon and AllTel; its conpetitors

16
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for Internet services include Tinme Warner, ACL, Earthlink,
Level 3 and several local providers; and its conpetitors for
pagi ng services are several small |ocal conpanies, including
Carol i na Page and D al Page.

The services offered under the FTC unbrella are
identified by different marks, all of which include the FTC
name and | ogo. FTC offers its Internet services under the
mark FTC-1.NET. FTC offers its high-speed DSL | nternet
services under the mark FTC BLAST.

Applicant offers only its paging services under the FTC
Roadrunner mark. The mark is affixed to all of applicant’s
pagers, which are manufactured by Mtorola. Its paging
services are rendered through an anal og network and are
offered only to individual and business subscribers wthin
applicant’s service area, although subscribers can receive
pages outside applicant’s local area through its agreenents
with Mrris Communi cati ons and PageNet. Subscribers can
recei ve nuneric pages and, as an added option, al phanuneric
pages of up to 180 characters. An additional option for
subscribers is to receive a daily news broadcast with stock
gquotes on the pager. Paging devices can only receive
nunmeri c or al phanuneric information; they cannot be used to
send pages or other nessages; and pages through applicant’s

pagi ng service can be received only on its pagers.

17
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Appl i cant advertises in its service area through many
medi a, including newspapers, direct nmailings, brochures,
radio, and the Internet. A prospective subscriber nmust go
to one of applicant’s seven custoner service locations to
sign a subscription contract and obtain a pager. Applicant
enpl oys 50 custoner service representatives and has fewer
than 10,000 custoners. Applicant first sold its paging
servi ces and pagers under the FTC Roadrunner mark on Cctober
10, 1997.

Applicant’s witness, M. Erwin, stated that applicant
was aware of opposer’s use of the Road Runner nane and
character in connection with Internet services; that
appl i cant chose the nane FTC Roadrunner for its paging
servi ces because of the actual bird s connotation of speed;
that applicant believes that pagi ng services and I nternet
services are substantially different; and that the marks are
di stingui shed by applicant’s use of FTC as part of its mark
and by the nerger of “road” and “runner” to form Roadrunner.

Anal ysi s

Turning to the nerits of opposer’s clainms, we find that
opposer has established it’s standing to bring this
opposition. Qpposer has presented evidence of its use,
registration and pronotion of the mark Road Runner for a
variety of goods and services. This is sufficient to

establish that opposer has an interest in the outcone of

18
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this proceeding and a reasonable basis for its belief that
it wll be damaged by the registration of applicant’s nmarKk.
See Trademark Act Section 13, 15 U.S.C. 81063; Cunni ngham v.
Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed.
Cir. 2000); Ritchie v. Sinpson, 170 F.3d 1092, 50 USPQd
1023 (Fed. Gr. 1999); and Young v. AGB Corp., 152 F.3d
1377, 47 USPQRd 1752, 1755 (Fed. Cir. 1998).
Li kel i hood of Confusion

Opposer contends that it has used, through strictly
controlled licenses, and registered the mark Road Runner and
its Road Runner cartoon character design mark in connection
wth a wde variety of goods and services, including high-
speed Internet services; that its Road Runner mark is fanous
and this fane extends to its use of Road Runner in
connection w th business and residential high-speed Internet
services, including email, web mail, and instant nessagi ng;
and that its use of the mark Road Runner in connection with
t hese services predates applicant’s use of its mark FTC
Roadrunner in connection with pagers and pagi ng services.

Opposer contends that the parties’ services are closely
rel ated and the trade channels are the sanme; that both
parties’ services can send text nessages to a wreless
devi ce; that technol ogy now permts comrunication via the
Internet to all manner of wired and wirel ess devices using

both voice and text; and that, as a result, the parties’

19
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respective services provide to users simlar comrunication
functions and, thus, are directly conpetitive. Opposer
notes that applicant is a tel ephone conpany that offers its
custoners, inter alia, both high-speed Internet services and
pagers and pagi ng services, albeit under different marks.

Regardi ng the parties’ marks, opposer argues that its
Road Runner mark is fanmous and entitled to a broad scope of
protection; that its mark is inherently distinctive and
arbitrary in relation to the goods and services involved in
this proceeding; that the parties’ marks are “virtually
identical”; that opposer’s mark is entirely subsuned in
applicant’s mark, FTC Roadrunner; and that the Roadrunner
portion of applicant’s mark is dom nant.

Regardi ng the marks, applicant contends that both
parties’ marks are simlarly highly suggestive and appli cant

chose its mark in view of the actual roadrunner bird “to
suggest speed and to bring to the consuner’s mnd the

i npression of road running or being able to stay in touch
while traveling on the road” (brief, p. 14); that the
comercial inpressions of the marks are different because
“FTC,” which applicant uses in connection with all its many
goods and services, distinguishes applicant’s mark from
opposer’s Road Runner mark and because the manner in which

the respective marks are used is distinctively different;

and that nunerous third-party registrations incorporating

20
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the word roadrunner for various goods and services
denonstrates the suggestiveness of the term

Regardi ng the parties’ goods and services, applicant
contends that, while both its pagi ng services and opposer’s
| nternet access services are in the broad cl ass of
t el ecommuni cations, the nature of the services is quite
different and each service uses entirely different nedia and
devices to render the services; and that three of opposer’s
pl eaded regi strations are for goods so dissimlar to
applicant’s goods and services that confusion is not |ikely.
Appl i cant argues, further, that the channels of trade are
di fferent because the parties’ respective services, and
applicant’s pagers, are sold only through the parties’ own
stores and, thus, the parties’ services wll never be
of fered side-by-side; and that the purchase of the
respective services requires a deliberate purchasing
deci sion, the signing of a contract, nonthly fees, and, in
relation to opposer’s services, possible installation in a
home or offi ce.

Appl i cant argues that opposer’s two pl eaded
regi strations nos. 2246924 and 2246925 were assigned to
opposer by a third party in 1999 and, thus, applicant has
priority with respect thereto because it began use of its

mark in 1997.

21
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Regar di ng opposer’s allegations of fanme, applicant
contends that the character design mark is not relevant to
this proceeding as applicant’s mark contains no such design;
that, while the character design “has acquired notoriety in
the field of children’s entertainnment, it has not done so in
the area of tel ecommunications” (brief, p. 22); that “the
fame of the suggestive termroadrunner is insufficient
itself to establish Iikelihood of confusion” (id.); and
that, in view of opposer’s recent launch of its Internet
service, it should not be “afforded a broad scope of
protection for the word mark Road Runner such as to create a
monopoly in the word so as to preclude its use as a
suggestive termby others in commerce” (id.).

Finally, applicant notes that there have been no
i nstances of actual confusion, despite applicant’s use of
its mark for over seven years.

| nasnmuch as a certified copy of each of opposer’s
registrations is of record, there is no issue wth respect
to opposer’s priority. King Candy Co., Inc. v. Eunice
King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA
1974). In this regard, we note that applicant’s argunent
t hat opposer may not claimpriority based on the two
registrations assigned to it in 1999 except fromthe date of
assignnent is not well taken. Wth the assignnent, opposer

stands in the shoes of the assignor and all rights accruing
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to assi gnor now accrue to opposer as the assignee. 1In re
Akti ebol aget El ectrol ux, 182 USPQ 255 (TTAB 1974). W al so
find that opposer has established priority based on the

evi dence of record of common | aw use of its Road Runner mark
inrelation to Internet access and rel ated services since
1996.

As di scussed below, we find that applicant’s mark, FTC
ROAD RUNNER, as applied to applicant’s pagi ng services and
pagers, so resenbl es opposer’s mark Roadrunner?®® in
opposer’s registration no. 2246924 for “providing nmultiple-
user access to a global conputer information network for
transfer and di ssem nation of a wide range of information,”
and as used in connection with Internet access and rel ated
services, as to be likely to cause confusion, to cause
m st ake, or to deceive.

However, we find that opposer has failed to prove a
I'i kel i hood of confusion with respect to any of its other
four pleaded and established registrations. Thus, our
Section 2(d) determnation is not based on these
registrations. The marks and/or goods and services in
regi stration nos. 1288072, 1946471, 2135225 and 2246925 are
too dissimlar to applicant’s mark and goods and services to

be likely to cause confusion. Simlarly, we do not base our

10 W note that opposer’s registration is for the mark Roadrunner as a
single word. As previously stated, we do not find the distinction
bet ween the one or two-word representation of the termto be of

not ewor t hy significance.
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Section 2(d) decision on any alleged common |aw rights
opposer clains in the Road Runner designation other than the
Internet and rel ated services noted herein. However, we
have consi dered opposer’s other evidence and registrations
to the extent that they denonstrate the fame of opposer’s
Road Runner mark.

Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the
probative facts in evidence that are relevant to the factors
bearing on the likelihood of confusion issue. In re E I. du
Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). See also, Inre Majestic Distilling Conpany, Inc.,
315 F. 3d 1311, 65 USPQ2d 1201 (Fed. Cr. 2003). 1In
considering the evidence of record on these factors, we keep
in mnd that “[t] he fundanental inquiry mandated by Section
2(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in
the marks.” Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also In re
Azt eca Restaurant Enterprises, Inc., 50 USPQd 1209 (TTAB
1999) and the cases cited therein.

We begin with a discussion of the fifth du Pont factor,
fame, which plays a domnant role in cases involving a
strong or fanous mark. Kenner Parker Toys, Inc. v. Rose Art

| ndustries, Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cr
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1992); Bose Corp. v. QSC Audio Products Inc., 293 F.3d 1367,
63 USP2d 1303 (Fed. GCir. 1992); and Recot, Inc. v. MC
Becton, 214 F.3d 1322, 54 USPQ2d 1894 (Fed. Cir. 2000).

Wi | e opposer’s Road Runner character is clearly a
caricature of the actual roadrunner bird and is so naned,
the evidence clearly establishes that both the character and
t he Road Runner nane have acquired renown as marks used in
connection with opposer’s entertai nnent services in the
nature of cartoons. Further, as applicant concedes, the
Road Runner cartoon character and the nane Road Runner, are
famus marks in connection with such entertai nnent services.
The pronotion, sales and use of the Road Runner character
and nane in connection with the wide variety of collateral
goods shown in this record reinforces the concl usion that
t he Road Runner mark is fanmous in connection with
entertai nment services. See also Tinme Warner Entertai nnment
Co. v. Karen L. Jones, 65 USPQd 1650 (TTAB 2002).

We find, further, that the evidence in this record,
nost of which is confidential, of revenues, nunbers of
custoners, pronotion expenditures, and mark recognition of
opposer’s mark Road Runner for Internet access and rel ated
services is sufficient to establish that the mark is fanous
in connection with these services. |In our likelihood of
confusion analysis, the fane of opposer’s mark wei ghs

heavily in its favor. W note that the evidence al so
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establishes that the parties’ geographic areas for their
respective goods and services overl ap.

Next, we turn to the du Pont factor of whether the
parties’ marks, when conpared in their entireties in terns
of appearance, sound and connotation, are simlar or
dissimlar in their overall comercial inpressions. The
test is not whether the marks can be di stingui shed when
subjected to a side-by-side conparison, but rather whether
the marks are sufficiently simlar in terns of their overal
commerci al inpressions that confusion as to the source of
t he goods or services offered under the respective marks is
likely to result. The focus is on the recollection of the
aver age purchaser, who nornmally retains a general rather
than a specific inpression of trademarks. See Sealed Air
Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB 1975).

As applicant has pointed out, there are specific visual
di fferences between the marks, i.e., applicant’s mark begins
wth “FTC' and di splays “ROADRUNNER’ as one word. However
opposer’s use of a two-word fornul ati on and applicant’s use
of a one-word fornulation is of little |egal consequence,
particularly in view of the fact that opposer’s two
registrations are of a one-word fornulation. Further, “a
purchaser is less likely to perceive differences froma
famous mark.” B.V.D. Licensing v. Body Action Design, 846

F.2d 727, 730, 6 USPQ2d 1719, 1722 (Fed. Gr. 1988) (N es,
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J., dissenting)(enphasis in original), and quoted with
approval in Kenner Parker, supra. Applicant’s mark includes
opposer’s mark in its entirety. And while applicant has
established that FTCis a house mark that it uses in
conbination with all of its marks, as a general rule, the
mere addition of a trade nane, house mark or the |like to one
of two otherw se confusingly simlar marks will not serve to
avoi d confusion between them See In re Chanmpion G| Co., 1
USP@2d 1920 (TTAB 1986); In re Shawee MIling Co., 225 USPQ
747 (TTAB 1985) and cases cited therein. Further, we do not
consider applicant’s mark to be distinct because applicant
does not use opposer’s or a simlar cartoon character
design. The Road Runner cartoon character design is a
separate mark and, as previously stated, we are conducting
our analysis in relation only to opposer’s Road Runner word
mark as used and registered in connection with |Internet
access and rel ated services.

The connotation of applicant’s mark differs fromthat
of opposer’s mark to the extent that it includes the term
“FTC.” In connection with the parties’ respective goods and
services, we find the connotation of the term Road Runner or
Roadrunner in each mark to be the same, i.e., it equally
evokes either the actual roadrunner bird or the fanous
cartoon character. Both parties indicated that they chose

their respective marks because the term Road Runner or

27



Opposition No. 91119934

Roadr unner evokes speed, which is a desirable quality of
both parties’ services. This does not, as applicant
contends, nmake either mark “highly suggestive,” as there
are quite a nunber of nental steps fromthe perception of
the roadrunner bird to a connotation of speed and then to
the respective services. W find applicant’s argunent that
the term al so suggests, in connection wth pagi ng services,
that the consuner can receive nessages while on the road to
be of m nor consequence herein and such a connotation does
not di stinguish the marks.

In terns of appearance, sound, connotation and overal
comercial inpression, we find that the simlarity between
the marks which results fromthe presence of the term Road
Runner or Roadrunner in each mark outwei ghs the m nor points
of dissimlarity between the marks. This is particularly
true in view of the fame of opposer’s mark in connection
wth its Internet access and rel ated services. Thus, this
du Pont factor favors opposer.

Turning to the next relevant du Pont factor, we
consi der the goods and services involved in this case. W
note that the question of |ikelihood of confusion nust be
determ ned based on an anal ysis of the goods and services
recited in applicant’s application and the rel evant
regi stration of opposer, registration no. 2246924. Canadi an

| nperial Bank v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQd
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1813, 1815 (Fed. Cir. 1987). See also, Cctocom Systens,
Inc. v. Houston Conmputer Services, Inc., 918 F.2d 937, 16
UsPQ2d 1783 (Fed. Gir. 1992); and The Chicago Corp. v. North
Anmeri can Chicago Corp., 20 USPQd 1715 (TTAB 1991).
Addi tionally, we consider opposer’s extensive evidence of
common | aw use of its mark Road Runner in connection with
| nternet access and rel ated servi ces.

Appl i cant presents evidence and argunents denonstrating
how its paging services are different from opposer’s
I nternet access and rel ated services, for exanple, the
technology differs, applicant’s pagers can receive only
limted information and are not interactive, and a
subscri ber nust go to one of applicant’s locations to sign a
contract and obtain a pager. However, goods or services
need not be identical or even conpetitive in order to
support a finding of likelihood of confusion. Rather, it is
enough that goods or services are related in sone manner or
that sone circunstances surrounding their marketing are such
that they would be likely to be seen by the sane persons
under circunstances which could give rise, because of the
mar ks used therewith, to a m staken belief that they
originate fromor are in sone way associated wth the sane
producer or that there is an associ ati on between the

producers of each parties’ goods or services. 1In re
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Melville Corp., 18 USPQ2d 1386 (TTAB 1991), and cases cited
t herei n.

In this case, applicant itself offers both Internet
access services and paging services and, while these
services are identified by applicant’s different marks, both
mar ks contain the term FTC to enphasi ze that both services
are under the unbrella of Farner’s Tel ephone Cooperati ve.
Additionally, the record contai ns nunerous exanpl es of
third-party Internet web sites offering both paging services
and various Internet-related communi cati ons servi ces.

Furt her, opposer’s w tnesses discussed at great |ength the
nature of the various technol ogies for electronic

comuni cation, the interactivity of different services and
devices in the field of electronic comunications, and the
practices of service providers to bundle different types of
el ectroni c communi cati on services, including Internet access
servi ces and pagi ng services. The record al so establishes
that a pager can receive pages from another device via the
Internet, if so configured. Applicant’s w tnesses and
evidence did not contradict this testinony and the nature
and extent of its own business confirns opposer’s w tnesses’
st at enent s.

In this case, the relevant consuners of both parties’
respective services are general consuners for both business

and personal use. As applicant contends, it is unlikely
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that consuners will confuse paging services with |Internet
access services. However, there is anple evidence that
pagi ng services and Internet access and rel ated services,
including email, often cone fromthe sane source regardl ess
of the technol ogy used, so that it is highly likely that
consuners encountering paging services bearing applicant’s
confusingly simlar mark are likely to assune that opposer
has |icensed or approved use of such mark. Thus, for the
reasons di scussed above, we find that applicant’s paging
services and its pagers, which are an integral part of that
service, are sufficiently related to opposer’s services that
confusion is likely to result fromthe use of the parties
simlar marks in connection therewith. This is especially
so in view of the fame of opposer’s mark. See Recot, Inc.,
supr a.

The evi dence establishes that the trade channels of the
parties’ respective services are essentially the sane, i.e.,
a consuner nust contact a service provider directly to
obtain a subscription contract. W note, also, that the
parties advertise through the sane nedia to the sane genera
consuners. Although the consuner nust contact either
appl i cant or opposer to subscribe to their respective
services, this does not, as applicant contends, nake the
trade channels different. Wile the fact that the consuner

must initiate the contact with the provider of the
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respective service mtigates against confusion, it is
insufficient, alone, to avoid any |ikelihood of confusion.

The record indicates no instances of actual confusion
during applicant’s seven years of use and during at | east
several years opposer operated within applicant’s geographic
area. Concurrent use of confusingly simlar marks over a
period of time in the sanme geographic area w thout any
evi dence of actual confusion weighs in applicant’s favor.
See, G H Mimm & C e v. Desnoes & Geddes Ltd., 917 F.2d
1292, 16 USPQ2d 1635 (Fed. Cir. 1990). However, actual
confusion is notoriously difficult to cone by and, while
probative, it is not necessary to a finding of |ikelihood of
confusion. See Gllette Canada Inc. v. Ranir Corp., 23
usPQd 1768 (TTAB 1992); Block Drug v. Drug-Mat Inc., 17
USP@2d 1315 (TTAB 1989); and Guardi an Products Co. Inc. v.
Scott Paper Co., 200 USPQ 738 (TTAB 1978).

After careful consideration of the evidence of record
pertaining to all of the relevant du Pont factors, we find
that a |likelihood of confusion exists as between applicant’s
mar k FTC Roadrunner for paging services and pagers and
opposer’s mark RoadRunner in registration no. 2246924 and
Road Runner as used in connection wth Internet access and
related services. Moreover, opposer’s mark is a fanous
mark, which is entitled to a broad scope of protection under

Kenner Parker Toys and Recot, Inc., supra.
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Because we sustain opposer’s Section 2(d) ground of
opposition, we find it unnecessary to address opposer’s
addi tional grounds of opposition under Sections 2(a) and
43(d) of the Trademark Act.

Deci sion: The opposition is sustai ned under Section

2(d) and registration to applicant is refused.
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